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Application/Control Number: 09/786,855 
Art Unit: 2877 

DETAILED ACTION 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

^STX^^^r^ «■ ^ <4 > - 37,,c) °' ws 

title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 1 02(e)). 

Claims 1-6 are rejected under 35 U.S.C. 102(e) as being anticipated by Kato 

etal. (6181858). 

Kato et al. teaches a dispersion shifted optical fiber including a core and cladding 
provided at an outer periphery of the core (fig. 12), and having a refractive index profile 
in which 

the core is provided with a central core portion (CCP) and a peripheral core 
portion (PCP) having a higher refractive index than the CCP provided at an outer 
periphery of the CCP (fig. 12), and 
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the cladding has a lower refractive index than the PCP (fig. 12), wherein, 
in a used wavelength band selected from 1490 to 1625 nm (col. 11 lines 32-60), 
the dispersion shifted optical fiber has an effective core area of 45 to 1 30 square 
micrometers (col. 1 1 lines 32-60), a chromatic dispersion value of -8 to +8 ps/km/nm 
(col. 1 1 lines 32-60), a dispersion slope of 0.12 ps/km/(square nm) or less (col. 1 1 lines 
32-60), a bending loss of 100 dB/m or less (col. 6, lines 42-46; col.18 lines 40-50), and 
a cutoff wavelength that provides essentially single mode operation (e.g., col. 1 lines 5- 
10). 

Thus claim 1 is met. 

Furthermore, Kato et al. teaches each and every element of claim 2 (e.g., col. 1 1 
lines 30-60) including element a (col. 1 1 lines 40-50), element b (col. 1 1 lines 45-51), 
element c (col. 1 1 lines 40-51 ), element d (cols. 1 1 -1 2). 

The aforementioned reasons/references also meet each and every element of 

claims 3-4, 6. Thus claims 3-4, 6 are met. 

The aforementioned reasons/references also meet each and every element of 
claim 5 with the additional cite of col. 18 lines 35-37. Thus claim 5 is met. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign ^""^.^'"P"^ 0 
use or on sale in this country, more than one year prior to the date of applicat.on for patent ,n the Umted 

States. 
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Claims 1-7 are rejected under 35 U.S.C. 102b as being anticipated by JP 1 
246830. 

JP 10-246830, at, e.g., figure 1 and the table on p. 7, teaches each and every 
element of claims 1-7. Thus claims 1-7 are met. 

Claims 1, 10 are rejected under 35 U.S.C. 102b as being anticipated by 
Hirano et al. (Proceedings of general meeting in 1998 of The Institute of 
Electronics, 6 March 1998 page 223). 

Hirano et al. teaches, e.g., in the figures/ table on page 223, each and every 
element of claims 1 and 10. Thus claims 1, 10 are met. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A oatent may not be obtained though the invention is not identically disclosed or desc ribed as set 
ort£ in section 102 of this title, if the differences between the subjecl .matte- "sought to be patented and 
the onor 5 are such that the subject matter as a whole would have been obvious at the time toe 

veSon ^las made to a person having ordinary skill in the art to which said subject matter pertams. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 



1. 



Determining the scope and contents of the prior art. 
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2 Ascertaining the differences between the prior art and the claims at issue. 

3 Resolving the level of ordinary skill in the pertinent art. 

A. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-4, 8-9, 13, 16-17, 20 are rejected under 35 U.S.C. 103a as being 
unpatentable over "Translation of JP1 1-1 67038", which is herein referred to as 
"Sasaoka et al." 

Sasaoka et al. teaches a dispersion shifted optical fiber including a core and 
cladding provided at an outer periphery of the core (fig. 1 ), and having a refractive index 
profile in which 

the core is provided with a central core portion (CCP) and a peripheral core 
portion (PCP) having a higher refractive index than the CCP provided at an outer 

periphery of the CCP, and 

the cladding has a lower refractive index than the PCP, wherein, 
in a used wavelength band selected from 1490 to 1625 nm (page 11/23 
paragraph 0014 lines 1-2), the dispersion shifted optical fiber has an effective core area 
of 45 to 130 square micrometers (page 1 1/23 paragraph 0014 lines 6-7), a chromatic 
dispersion value of -8 to +8 ps/km/nm (page 1 1/23 paragraph 0014 line 4) , a 
dispersion slope of 0.12 ps/km/(square nm) or less (page 1 1/23 paragraph 0014 line 5), 
a bending loss of 100 dB/m or less (pages 12/23 to 13/23 paragraph 0016 lines 8-11; 
and/or page 12/23 paragraph 0015 lines 8-9). 

Furthermore, although Sasaoka et al. does not expressly state, "...a cutoff 
wavelength that provides essentially single mode operation", this would have been 
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obvious because it is notoriously well known (NWK) to design dispersion 
shifted/adjusted optical fiber with a cutoff wavelength that provides essentially single 
mode conversion. 

Thus claim 1 is rejected. 

Sasaoka et al. contains all the parameters necessary to demonstrate that 
Sasaoka et al. teaches each and every element that is stated in claim 2 at page 1 1/23. 
The rudimentary calculations verify this to be true. Thus claim 2 is rejected. 

The above reasons and/or references also teach also cover each and every 
element stated in claims 3-4, 8-9. Thus claims 3-4, 8-9 are rejected. 

The above reasons and/or references in addition to, e.g., Sasaoka et al. fig. 
2,and/or figs. 3-4 also cover each and every element stated in claims 13, 16-17, 20. 
Thus claims 13, 16-17, 20 are rejected. 

Claims 10-12 are rejected under 35 U.S.C. 103a as being unpatentable over 

Katoetal. (6181858). 

Kato et al. teaches a dispersion shifted optical fiber including a core and cladding 
provided at an outer periphery of the core (fig. 12), and having a refractive index profile 
in which 
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the core is provided with a central core portion (CCP) and a peripheral core 
portion (PCP) having a higher refractive index than the CCP provided at an outer 
periphery of the CCP (fig. 12), and 

the cladding has a lower refractive index than the PCP (fig. 12), wherein, 
in a used wavelength band selected from 1490 to 1625 nm (col. 11 lines 32-60), 
the dispersion shifted optical fiber has an effective core area of 45 to 130 square 
micrometers (col. 11 lines 32-60), a chromatic dispersion value of -8 to +8 ps/km/nm 
(col. 1 1 lines 32-60), a dispersion slope of 0.12 ps/km/(square nm) or less (col. 1 1 lines 
32-60), a bending loss of 100 dB/m or less (col. 6, lines 42-46; ool.18 lines 40-50), and 
a cutoff wavelength that provides essentially single mode operation (e.g., col. 1 lines 5- 
10). 

In addition, see figs. 17, 22; col. 6 lines 40-46; col. 8 line 60 to col. 9 line 5; col. 

11 line 30 to col. 12 line 55 

Furthermore, Kato et al. teaches each and every element of claim 10 with the 
exception of expressly stating "45 to 70" square micrometers. This, however, is 
rendered obvious under "Obviousness of Ranges" of which the MPEP states: 

2144.05 Obviousness of Ranges 
I. OVERLAP OF RANGES 

In the case where the claimed ranges "overlap or lie inside ranges disclosed by 
the Drior art" a prima facie case of obviousness exists. In re Wertheim, 541 F.2d I 257, 
191 USPQ 90 (CCPA 1976); In re Geisler, 116 F.3d 1465, 1469-71, 43 USPQ2d 1362, 
1365-66 (Fed Cir 1997) (Claim reciting thickness of a protective layer as falling within 
a range of "50 to 1 00 Angstroms" considered prima facie obvious in view of prior art 
reference teaching that "for suitable protection, the thickness of the protective layer 
should be not less than about 10 nm [i.e., 100 Angstroms]." The court stated that by 
stating that suitable protection' is provided if the protective layer is about 100 
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Angstroms thick, [the prior art reference] directly teaches the use of a thickness within 
applicant's] claimed range."). Similarly, a prima facie case of obviousness exists where 
the claimed ranges and prior art ranges do not overlap but are close enough that on 
skilled in the art would have expected them to have the same properties. Titanium 
Metals Corp. of America v. Banner, 778 F.2d 775, 227 USPQ 773 (Fed. Cir. 1985) 
(Court held as proper a rejection of a claim directed to an alloy of "having 0.8 /o nickel, 
0 3% molybdenum, up to 0.1% iron, balance titanium" as obvious over a reference 
disclosing alloys of 0.75% nickel, 0.25% molybdenum, balance titanium and 0.94% 
nickel, 0.31% molybdenum, balance titanium.). 

Thus, under Obviousness of Ranges, Kato et al. col. 2 lines 53-58 renders the 
said range as obvious. 

Thus claim 10 is rejected. 

Kato et al. teaches the additional limitations of claims 11,12 (see aforementioned 
references). Thus claims 11-12 are rejected. 



Allowable Subject Matter 

Claims 14-15, 18-19, 21 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael P. Mooney whose telephone number is 703- 
308-6125. The examiner can normally be reached during weekdays, M-F. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Frank G. Font can be reached on 703-308-4881 . The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-308-7722 
for regular communications and 703-308-7721 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
.0956. An alternative useful number for status inquiries is 703-306-3329. 





^wfp^lvlodnev U Frank G - Font 

Examiner ^ "TW^ 
Art Unit 2877 Art Unit 2877 
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